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DETAILED ACTION 


1. The amendment of December 27, 2006 has been received and entered. 

With the entry of the amendment, claims 1-23 remain canceled, and claims 24-45 
remain pending for examination. 

Specification 

2. The objection to the specification as failing to provide proper antecedent basis for 
the claimed subject matter is withdrawn due to the amendment of December 27, 2006 
which provided the subject matter of claims 41, 42, 43 and 44 in the specification. 

Claim Rejections - 35 USC § 112 

3. The rejection of claim 44 under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement is withdrawn due to applicant's 
amendment to the claim of December 27, 2006 to remove the material identified by the 
Examiner as new matter. 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 


The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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5. ^ Claim 44 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 44 it is unclear what weights are actually required, because it is unclear 
if the weights refer to the applied coating when wet or dry. 

In the amendment of December 27, 2006, applicant argues that // grammage // is an 

industry term and is conventionally measured in the final state, that is when the paper 

material has completed the manufacturing process. Applicant further notes that the 

claim, as originally presented, indicated that the first and second curtain applicator 

units produce a grammage of coated material, indicating that the grammage is 

determined in the final state. The Examiner has reviewed these arguments, however, 

the rejection above is maintained. While applicant has made statements regarding the 

meaning of the term, no objective showing has been made as to what one of ordinary 

skill in the art would understand the term to mean. As discussed in MPEP 2145: 

The arguments of counsel cannot take the place of evidence in the record. 
In re Schulze, 346 F.2d 600, 602, 145 USPQ 716, 718 (CCPA 1965); In re 
Geisler, 116 F.3d 1465, 43 USPQ2d 1362 (Fed. Cir. 1997) ("An assertion of 
what seems to follow from common experience is just attorney argument 
and not the kind of factual evidence that is required to rebut a prima facie 
case of obviousness/'). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the 
various claims was commonly owned at the time any inventions covered therein were 
made absent any evidence to the contrary. Applicant is advised of the obligation under 
37 CFR 1.56 to point out the inventor and invention dates of each claim, that was not 
commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

8. Claims 24-34, 36-39 and 41-45 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nakamura et al (US 4230743) in view of Finnicum et al (US 5206057). 

Nakamura teaches a method of adding layers to a material web. Figure 4 and 
column 1, lines 10-15. At least one first layer of a first application medium is applied to 
the web. Figure 4 and column 7, lines 1-15. At least one second layer of a second 
application medium is applied to the material web. Figure 4 and column 7, lines 1-15. 
The application mediums are liquid or pasty. Column 7, lines 60-65, and column 10, 
lines 30-40. The first application medium (the microcapsule containing medium) can 
have a solids content of 10-60 wt%. Column 7, lines 60-68. The second application 
medium (the color developer) can have a solids content of 10-60 wt%. Column 12, lines 
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30-40. The viscosity of the first medium can be 20 to 200 centipoise (=mPas). Column 7, 
lines 60-68. The viscosity of the second medium can be 10.8 or 19.5 centipoise (=mPas). 
Column 15, lines 60-65 and column 16, lines 55-60. The first and second application 
mediums can be applied to the web in the form of curtains. Figure 4 and column 7, lines 
1-15. 

Claim 25: the water retention capability of the second application medium can be 
higher than that of the first application medium, as the amount applied of each material 
can be roughly the same and the second medium can contain an absorptive material, 
such as clay, not found in the first medium. Column 10, lines 25-40 and column 13, lines 
30-40. 

Claim 26: the density of the first application medium can be significantly greater 
than the density of the second application medium, given that in Example 2, for 
example, the first medium has a significantly higher solids content than the second 
medium, indicating its greater weight. Column 15, lines 35-65. 

Claim 27: the viscosity of the first medium can be higher than that of the second 
medium, given that the viscosity of the first medium is taught to be 20 to 100 centipoise, 
while the viscosity of the second medium can be as low as 10.8 centipoise. Column 7, 
lines 60-68 and column 15, lines 55-65. 

Claim 28: the first medium, for example, can be an aqueous solution or 
dispersion of solid particles. Column 7, lines 60-65 and column 10, lines 1-10 (the solid 
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particles). The second medium can also contain solid particles, such as clay as an 
aqueous solution or dispersion. Column 12, lines 30-40 and column 10, lines 25-35. 

Claim 29: the first medium can be a butadiene-styrene dispersion. Column 9, 
lines 50-55. The second medium can be a butadiene-styrene dispersion. Column 12, 
lines 40-45 and column 15, lines 55-65. 

Claim 30: the solid particles can be mineral pigments or plastic particles. Column 
10, lines 5-20. 

Claim 31: the solid particles can be plastic, microcapsules or starch. Column 10, 
lines 5-20. 

Claim 32: the first medium can have solids content of 10-60 wt%. The viscosity 
can be 20 to 100 mPas. The first medium can be a barrier layer, to the extent that the 
surface is covered and a protective mateiral is also present. Column 10, lines 1-10. 

Claim 33: the first application medium can be a starch solution. Column 10, lines 
5-10 (note the presence of starch). 

Claim 34: the first application medium can be applied with a curtain coater in an 
amount of 3.4 1/min (3400 ml/min) for a slit length of 800 mm (0.8 m) at a speed of 300 
>m/min. Column 17, lines 35-45 (sample 9). This provides an amount of 3400/ (.8 x 300) 
= 14 ml/m2. 

Claim 36: the second application medium can be applied with a curtain coater in 
an amount of 4.7 1/min (4700 ml/min) for a slit length of 800 mm (0.8 m) at a speed of 
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300 m/min. Column 17, lines 35-45 (sample 9). This provides an amount of 4700/ (.8 x 
300) = 19.58 ml/mZ 

Claim 37: the apparatus can include a first curtain applicator unit with a first 
discharge nozzle, whereby the first medium is discharged as a first curtain onto a 
moving base. Figure 4 and column 7, lines 1-15. A second curtain applicator unit with a 
second discharge nozzle is provided for providing the second medium as a second 
curtain onto a moving base. Figure 4 and column 7, lines 1-15. The second applicator is 
positioned relative to the first applicator such that the first coating is still wet when the 
second coating is applied. Figure 4 and column 7, lines 1-15. 

Claim 38: the curtain applicators apply the mediums, respectively, onto the 
moving base in a substantially finally metered manner. Figure 4 and column 7, lines 1- 
25. 

Claim 41: the curtain heights of the first and second curtains can be about 10 to 
20 cm (100 to 200 mm). Column 13, lines 40-45. 

Claim 42: the first curtain applicator can discharge the first medium at 3.4 1/ min 
for a width of 800 mm (0.8 m). Column 17, lines 35-45 (sample 9). This gives 3.4/0.8 = 
4.25 1/min per meter of width. The second curtain applicator can discharge the first 
medium at 4.7 1/min for a width of 800 mm (0.8 m). Column 17, lines 35-45 (sample 9). 
This gives 4.7/0.8 = 5.875 1/min per meter of width. 

Claim 43: the base speed can be 1000 m/min. Column 5, lines 35-40. For 
example, the speed can be 300 m/ min. Column 17, lines 35-45. The base can be paper, 
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such as art paper (which would be a "graphic paper 7 as things can be drawn on it). 
Column 13, lines 5-15. 

Claim 44: the coating amount can be greater than 4 g/m2 for each layer. Column 
13, lines 30-40. 

Claim 45: the web can be a paper or film web. Column 13, lines 5-15. 

Nakamura teaches all the features of these claims except (1) that the viscosity is 
measured as a Brookfield viscosity determined at 100 rev/ min (claim 24), (2) the 
density (claim 32), (3) the distance between the first and second applicators (claim 37), 
(4) the exact amount of material (claim 44), (5) the pressure differential in a space 
partially bounded by the first and second curtains (claim 24) and (6) the 
vacuum/ positive pressure device positioned between the two applicators (claim 39). 

0 

However, Finnicum teaches that when curtain coating, it is well known to 
position a pressure differential device that can provide a vacuum or positive pressure in 
a space partially bounded by the curtain. Figures 1, 3 and 7 and column 3, line 40 
through column 4, line 40 and column 5, lines 1-40. The pressure differential space can 
be such that the space is provided before the curtain in the direction of movement of the 
web, with the front wall being the curtain. Figures 1 and 3 and column 3, line 40 
through column 4, line 40. As well as the space can be provided behind the curtain in 
the direction of movement of the web, with the back wall of the space being the curtain. 
Figure 7 and column 5, lines 1-40. The system provides for moving the line of 
impingement on the curtain on the substrate without disturbing the uniform flow of the 
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curtain. Column 2, lines 65-68. As a result of this system the optimal shape of the 
curtain can be provided. Column 4, lines 10-20. 

It is the Examiner's position that it is well known to measure viscosity using a 
Brookfield system determined at 100 rev/min. As applicant has not traversed this 
position from the Oct. 3, 2005 Office Action, it is understood to be admitted prior art. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Nakamura to provide that the viscosity is within the 
claimed range when measured using the Brookfield system determined at 100 rev/min, 
because Nakamura teaches a range of 20-100 centipoise viscosity without telling 
precisely how it is measured, and it is the Examiner's position that the use of a 
Brookfield system to measure the viscosity is a well known way of measuring viscosity , 
and its use would provide the desired viscosity of Nakamura when performing the 
process of Nakamura. It would further have been obvious to provide a density within 
the claimed range when performing the process of Nakamura, as Nakamura teaches to 
use an aqueous base and gives a range percentage of solids of defined additive 
materials, which would provide densities in the claimed range. It would further have 
been obvious to modify Nakamura to perform routine experimentation to optimize the 
distance between the first and second applicators, because Nakamura teaches to apply 
the second coating while the first coating is still wet, and therefore, the second 
applicator must be close enough to the first applicator for this to occur, based on the 
materials used and the speed of the coating. It would further have been obvious to 
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modify Nakamura to perform routine experimentation to optimize the exact amount of 
material to be applied based on the materials to be used, because Nakamura teaches to 
apply more than 4 g/m2 of material for each layer. It would have been obvious to one 
of ordinary skill in the art at the time the invention was made to further modify 
Nakamura to provide a pressure differential device providing positive pressure or 
vacuum in a space partially bounded by the first and second curtains of the two 
applicators as suggested by Finnicum with an expectation of desirable coating results 
by shielding the curtain and providing proper positioning of the curtain, because 
Nakamura teaches curtain coating with two devices in series, and Finnicum teaches the 
desirability of placing a pressure differential system providing positive pressure or 
vacuum directed before and after the curtain of a curtain coating device in the direction 
of movement of the web and partially bounded by the curtain. Because of the two 
curtains of the system of Nakamura, pressure differential systems as described by 
Finnicum would be provided on both sides of the two curtains, which would suggest 
providing a single pressure differential system between the two curtains that is 
bounded by both of the curtains for efficient use of the space between the curtains. This 
pressure differential system would provide a pressure differential in a space between 
the first and second curtains relative to an ambient atmospheric pressure. 
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9. Claim 35 is rejected under 35 U.S.C 103(a) as being unpatentable over Nakamura 
in view of Finnicum as applied to claims 24-34, 36-39 and 41-45 above, and further in 
view of Shay (US 5192592). 

Nakamura in view of Finnicum teaches all the features of this claim except the 
ink filled microcapsules. Nakamura teaches that microcapsules can be provided in the 
first coating as part of the protective agent, where the microcapsules are filled with 
other than color developer. Column 10, lines 1-10. The microcapsules can be 3-50 
microns is size. Column 10, lines 10-20. The solids content of the first coating can be 10- 
60 wt%. Column 7, lines 60-68. The viscosity of the first coating can be 10-200 centipoise 
(=mPas). Column 7, lines 60-68. 

However, Shay teaches that it is known to provide aqueous coatings of styrene- 
butadiene latex, clay, starch, calcium carbonate and ink capsules. Column 6, lines 45-50. 
the solids content of this coating can be about 50 wt%. Column 6, lines 55-60. Shay 
teaches that the taught coatings can be commonly applied by blade, roll and curtain 
coating processes. Column 5, lines 50-60. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Nakamura in view of Finnicum to use ink filled 
microcapsules as suggested by Shay with an expectation of desirable coating results, 
because Nakamura in view of Finnicum teaches that microcapsules filled with other 
than developer can also be used in the first coating and Shay teaches that it is well 
known that capsules of ink can be curtain coated. 
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10. Claim 40 is rejected under 35 U.S.C. 103(a) as being unpatentable over Nakamura 
in view of Finnicum as applied to claims 24-34, 36-39 and 41-45 above, and further in 
view of Saito etal (US 5136970). 

Nakamura in view of Finnicum teaches all the features of this claim except the 
guide elements. 

However, Saito teaches that when curtain coating, it is desirable to provide guide 
elements that guide curtain flow from the slot of the curtain coating nozzle. Figures 1-3 
and column 3, lines 5-25. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Nakamura in view of Finnicum to a curtain guide 
member as suggested by Saito with an expectation of desirable coating results, because 
Nakamura in view of Finnicum teaches a method of curtain coating in series and Saito 
teaches that it is desirable to use a guide member when curtain coating. 

Response to Arguments 

11. Applicant's arguments filed December 27, 2006 have been fully considered but 
they are not persuasive. 

As to the 35 USC 103 rejection of claims 24-34, 36-39 and 41-45 using Nakamura 
in view of Finnicum, the Examiner has reviewed applicant's arguments at pages 10-12 
of the amendment, however, the rejection is maintained. While Nakamura contains no 
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• 

reference to using pressure differentials for stabilizing and interacting between adjacent 
curtains, the Examiner has used Finnicum as suggesting to one of ordinary skill in the 
art why one would use a pressure differential Nakamura does indicate that 
stabilization of the curtain is desirable, because the use of a wind shield 11 is shown to 
help free the curtain from wind (see column 4, lines 50-55). This is one of the problems 
that Finnicum helps protect against (see column 1, lines 36-45). The Examiner notes that 
Finnicum shows the desirability of placing a pressure differential system providing 
positive pressure or vacuum directed before and after the curtain of a curtain coating 
device in the direction of movement of the web and partially bounded by the curtain. 
While Finnicum does not demonstrate the use of this boundary system with two 
curtains in series as in Nakamura, it is the Examiner's position that it would have been 
obvious to one of ordinary skill in the art to provide pressure differential systems as 
described by Finnicum on both sides of the two curtains, or in other words, to use the 
system of Finnicum on both curtains, so that both curtains are protected. As discussed 
in MPEP 2144.04, part VI, duplication of parts is considered obvious, and here the 
protection system would simply be duplicated to use on a second curtain for the same 
purpose. Moreover, it is the Examiner's position that the provision of pressure 
differential systems on the after side of the first curtain in the direction of movement 
and on the before side of the second curtain in the direction of movement would 
suggest to one of ordinary skill in the art to provide a single pressure differential system 
that is bounded by both of the curtains for efficient use of the space between the 
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curtains and so that fewer parts would be needed. The Examiner notes, for example 
MPEP 2144.04, part V discusses the obviousness of making parts integral as a matter of 
obvious engineering choice. As a result a pressure differential system as claimed would 
be suggested. The examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re Jones, 958 
F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, although Finnicum does not 
explicitly teach the use of a pressure differential system bounded by the first and 
second curtains, the combination of Nakamura, Finnicum and knowledge generally 
available to one of ordinary skill in the art (as discussed above) would provide the 
obviousness of the process as claimed. While applicant argues that their invention has 
distinct advantages not found in Nakamura or Finnicum, the fact that applicant has 
recognized another advantage which would flow naturally from following the 
suggestion of the prior art cannot be the basis for patentability when the differences 
would otherwise be obvious. See Ex parte Obiaya, 227 USPQ 58, 60 (Bd. Pat. App. & 
Inter. 1985). Applicant has made no showing that the argued benefits are unexpectedly 
beneficial. 

As to the rejection of claim 35 under 35 USC 103 further using Shay and the 
rejection of claim 40 under 35 USC 103 further using Saito, applicant argues that the 
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claims are allowable for the reason claim 24 is allowable. The Examiner has reviewed 
this argument, however the rejection is maintained for the reason the rejection of claim 
24 is sustained as discussed in the paragraph above. Applicant further argues that 
claims 35 further has even further limitations, however, the Examiner notes that these 
are not discussed. Thus, as to the limitations of claim 35, applicant's arguments fail to 
comply with 37 CFR 1.111(b) because they amount to a general allegation that the 
claims define a patentable invention without specifically pointing out how the language 
of the claims patentably distinguishes them from the references. 

Conclusion 

12. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and 
any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date 
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of the advisory action. In no event, however, will the statutory period for reply expire 
later than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Katherine A. Bareford whose telephone number is (571) 
272-1413. The examiner can normally be reached on M-F(6:oo-3:30) with the First 
Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy Meeks can be reached on (571) 272-1423. The fax phone numbers 
for the organization where this application or proceeding is assigned are (571) 273-8300 
for regular communications and for After Final communications. 

Other inquiries can be directed to the Tech Center 1700 telephone number at 
(571) 272-1700. 

Furthermore, information regarding the status of an application may be obtained 
from the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov . Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 


KATHERINE BARtFORD 
PRIMARY EXAMINER 



